REMARKS 

Terminal disclaimers in respect of US patent application 09/566,875 and 
US Patent 6,514,986 and US Patent 6,664,267 are attached. 

Showings to establish that US applications 6,514,986; 09/566875 or US 
Patent 6,750,224 are not prior art under 35 USC 102(e) are being prepared. A 
petition to suspend prosecution of this application accompanies this response. 

The Examiner has rejected claims 1 , 2, 4-7, 38, 43, 44 and 46 under 35 
USC 102(a) as being anticipated by DeSouza (WO01/85095). Applicants 
respectfully traverse this rejection. 

Anticipation requires that each and every element of the claimed 
invention be disclosed in a single prior art reference. In re Paulsen, 30 F.3d 1475, 
31 USPQ 1671 (Fed. Cir. 1994). For anticipation, there must be no difference 
between the claimed invention and the reference disclosure, as viewed by a 
person of ordinary skill in the field of the invention. Scripps Clinic & Res. Found, v. 
Genentech, Inc., 927 F.2d 1565, 18 USPQ2d 1001 (Fed. Cir. 1991). 

The disclosure of WO01/85095 does not teach each and every element 
of claims 1 , 2, 4-7, 38, 43, 44 and 46. For example, the reference does not 
disclose racemic 9-fluoro-6,7-dihydro-8-(4-hydroxypiperidin-1 -yl)-5-methyi-1 -oxo- 
1 H,5H-benzo[i,j]quinoIizine-2-carboxylic acid and does not mention DL- or D- 
arginine salts. Therefore, this reference does not anticipate the listed claims. It is 
respectfully requested that this rejection be withdrawn. 

The Examiner has rejected claims 1 , 2, 4-6, 38, 43, 44 and 46 under 35 
USC 102(b) as being anticipated by WO 00/68229. Applicants respectfully 
traverse this rejection. 

As stated above anticipation requires that each and every element of the 
claimed invention be disclosed in a single prior art reference. The reference does 
not mention D- or DL-arginine salts and therefore, all the requirements for 
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anticipation have not been met. It is respectfully requested that this rejection be 
withdrawn. 

According to the Official Action, claims 1-7, 21-26, 33, 38 and 43-46 are 
rejected under 35 USC 103(a) as being unpatentable over Ishikawa (US Patent 
4,399,134) or Hashimoto or Morita or Kido in view of Berge and/or Fujisawa and 
further in view of Kwan (US Patent 5,200,558). Applicants respectfully traverse 
this rejection. 

The Examiner states that Fujisawa teaches arginine salts of 
cephalosporins. Cephalosporins have a different core than the compounds of this 
invention. It is not required that cephalosporins include the benzo[i,j]quinolizine 
group of the compounds of this invention. Kwan discloses arginine salts of 
ibuprofen. Ibuprofen like cephalosporins has a different structure than the 
benzo[i,j]quinolizine compounds of this invention. There is no suggestion or 
disclosure in Fujisawa and Kwan that arginine salts of benzo[i,j]quinolizine 
compounds can be prepared. Applicants submit that the Examiner is relying on 
impermissible hindsight in making this rejection. 

According to MPEP 2141 when applying 35 USC 103, the following 
tenets of patent law must be adhered to: 

(A) The claimed invention must be considered as a whole; (B) 
The references must be considered as a whole and must suggest 
the desirability and thus the obviousness of making the 
combination; (C) The references must be viewed without the 
benefit of impermissible hindsight vision afforded by the claimed 
invention and (D) reasonable expectation of success is the 
standard with which obviousness is determined. 

A reference must be considered for what it would teach someone skilled 
in the art at the time the invention was made and not be applied based on 
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"hindsight". See Panduit Corp. V. Dennison Manufacturing Co. 227 USPQ 337, 
343 (Fed. Cir. 1985): 

It is impermissible to first ascertain factually what applicants did 
and then view the prior art in such a manner as to select from the 
random facts of that art only those which may be modified and 
then utilized to reconstruct appellants 1 invention from such prior 
art. 

In making its obviousness determination, a court must view the prior art 
without reading into that art the patent's teachings. Vandenberg v. Dairy 
Equipment 224 U.S.P.Q. 195 (Fed. Cir. 1987) citing In re Sponnoble, 160 
U.S.P.Q. 237 (CCPA 1969). In Uniroyal . Rudkin-Wiley, 50 U.S.P.Q.2d 1434, 
1438 (Fed. Cir. 1988) the CAFC stated: 

The obviousness standard, while easy to expound, is sometimes 
difficult to apply. It requires the decision maker to return to the 
time the invention was made. The invention must be viewed not 
with the blueprint drawn by the inventor, but in the state of the art 
that existed at the time.. That which may be clear and thus 
obvious to a court, with the invention fully diagramed and aided by 
experts in the field, may have been a breakthrough of substantial 
dimension when first unveiled [citations omitted]. In this case we 
are convinced that the district court misapplied the obviousness 
standard. It has impermissibly used hindsight to reconstruct the 
claimed invention from prior art with the invention before it and 
aided by Uniroyal's expert, rather than viewing the invention from 
the position of a person of ordinary skill at the time it was made. 
When prior art references require selective combination by the 
court to render obvious a subsequent invention, there must be 
some reason for the combination other than the hindsight gleaned 
from the invention itself. 
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Therefore, since there is no teaching or suggestion in the references of 
the claimed invention and the examiner is relying on impermissible hindsight, it is 
respectfully requested that this rejection be withdrawn. 

In addition, the advantages of the claimed invention as described, inter 
alia, in paragraph [0078] of this application are not obvious over the cited 
references. 

The Examiner has rejected claims 1-7, 22-26, 33, 38 and 43-46 as being 
obvious over WO 00/68229 in view of Kwan. Applicants respectfully traverse this 
rejection. 

As stated above, Kwan discloses arginine salts of ibuprofen. Ibuprofen 
like cephalosporins has a different structure than the benzo[i,j]quinolizine 
compounds of this invention. In addition, there is no suggestion in the combination 
of the references that the compounds of this invention can be prepared and have 
the properties described in this application. 

Accordingly, it is respectfully requested that the rejection be withdrawn. 

It is respectfully submitted that this application is in condition for 
allowance and favorable consideration is respectfully requested. 



Respectfully submitted, 
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